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RESPONSE TO AMENDMENT 

Request for Continued Examination 

1 . The Request for Continued Examination (RCE) under 37 CFR 1 ,53 (d) filed on October 
5, 2006 is acceptable and a RCE has been established. An action on the RCE follows. 

2. Claims 1-12, 14-26 and 28-30 are pending in the appUcation, claims 23-26 and 28-30 are 
withdrawn from consideration. Claims 13 and 17 have been cancelled. 

3. Amendments to the claims, filed on September 15, 2006, have been entered in the above- 
identified appUcation. 



WITHDRAWN REJECTIONS 

4. The 35 U.S.C. §112 rejections of claims 1-12 and 14-22, made of record in the office 
action mailed July 17, 2006, pages 2-3, paragraphs #5-7 have been withdrawn due to Applicant's 
amendment in the response filed September 15, 2006. 

5. The 35 U.S.C. §102 rejection of claims 1, 11 and 14 over Petersen (US Patent No. 
3,736,769), made of record in the office action mailed July 17, 2006, pages 2-3, paragraphs #5-7 
have been withdrawn due to Applicant's amendment in the response filed September 15, 2006. 

REJECTIONS 

6. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 
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Claim Rejections '35 use §112 
1, . Claims 14-22 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The term "circuit package" in claim 14 is unclear and renders the claims vague and 
indefinite. It is unclear what structure is meant by "package." For purposes of examination a 
"circuit package" is considered to be any circuit. 

Claim Rejections ' 35 use § 102 

8. Claims 1-4, 7-10, 14, 15 and 17-22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Frescura et al. (U.S. Patent No. 3,590,328). 

Regarding Applicant's claims 1 and 14, Frescura discloses an apparatus comprising a 
heat source comprising a circuit {col 2, line 24\ a heat sink {col 2, lines 16-1 7) and a unitary 
layer of electrically non-conductive material {col. 3, line 10) having a first surface adjacent the 
heat sink, a second surface adjacent the heat source {figures 2 and 3), and a plurality of unfilled 
openings communicatively {col 3, lines 3-5) coupled between the first surface and the second 
surface {figures 2 and 3). A combined area of the plurality of unfilled opening comprises a 
selected percentage of the first surface {figures 2 and 3). 

Regarding the limitation "circuit package", the Examiner has given the term the broadest 
reasonable interpretation consistent with the written description in applicant's specification, as it 
would be interpreted by one of ordinary skill in the art. In re Morris , 127 F.3d 1048, 1054-55, 
44 USPQ2d 1023, 1027 (Fed. Cir. 1997); In re Donaldson Co., Inc., 16 F.3d 1190, 1192-95, 29 
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USPQ2d 1845, 1848-50 (Fed. Cir. 1994). The term "circuit package" is considered to read on a 
"circuit". 

Regarding Applicant's claims 2-4, Frescura discloses that selected ones of the plurality of 
imfilled openings comprise a regular geometric shape. The regular geometry shape is 
substantially circular or square (figures 2 and 3). 

Regarding Applicant's claims 7, 8, 21 and 22, Frescura discloses that the combined area 
of the plurality of unfilled openings comprises no more than about 90% or 95% of the first 
surface (figures 2 and 3). The combined area of the plurality of unfilled openings is deemed to 
comprises a selected percentage of the first surface and the second surface and wherein the 
selected percentage of the second surface is deemed to be different from the selected of the first 
surface (figures 2 and 3). 

Regarding Applicant's claims 9, 10, 15 and 17, Frescura discloses that the unitary layer 
of electrically non-conductive material comprises a polymer (coL 4, lines 21-25) and that the 
thermal interface material is located between the unitary layer of electrically non-conductive 
material and the heat sink (col. 3, line 21), 

Regarding Applicant's claims 18-20, Frescura is deemed to diisclose that the heat source 
comprises a transponder, a die and a heat spreader, since the reference discloses that the heat 
source is a circuit (col 2, line 24), 

Claim Rejections - 35 USC §103 

9, Claims 5, 6 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Frescura (U.S. Patent No. 3,590,328). 
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Frescura is relied upon as described above. 

Frescura fails to disclose that selected ones of the plurality of unfilled openings irregular 
geometric shape or that the combined area of plurality of unfilled openings comprises at least 
about 90% of the first surface or the thickness of the unitary layer of electrically non-conductive 
material. 

It would have been an obvious matter of design choice to change the shape of shapes of 
the unfilled openings, since a modification would have involved a mere change in size of the 
openings. A change in size or shape is generally recognized as being within the level of ordinary 
skill in the art, absent unexpected results. MPEP 2144.04 (I) and (IV). 

One of ordinary skill in the art would have been motivated to change the shape of the openings in 
order to improve heat dispassion. 

Also, the exact amount of open area and thickness of the material is deemed to be a result 
effective variable with regard to the heat transfer. It would require routine experimentation to 
determine the optimum value of a result effective variable, such as thickness and percent open 
space, in the absence of a showing of criticality in the claimed thickness and percentage. In re 
Boesch, 205 USPQ 215 (CCPA 1980), In re Woodruff, 16 USPQ2d 1934, 1936 (Fed. Cir. 1990). 
10. Claims 1 1 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Frescura (U.S. Patent No. 3,590,328). 

Frescura is relied upon as described above. 

Frescura fails to disclose that the unitary layer of electrically non-conductive material 
comprises a non-woven material or a plurality of glass beads. 



Application/Control Number: 1 0/607,733 Page 6 

Art Unit: 1772 

However, Applicant's specification shows that a polymer layer, a non-woven material 
layer and a plurality of glass beads layer are equivalent structures known in the art. Therefore, 
because these three materials are art-recognized equivalents at the time of the invention, one of 
ordinary skill in the art would have found it obvious to substitute one for another. 

Also, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to substitute one material for the other, since it would have been within the 
general skill of a worker in the art to select a known material on the basis of its suitability for the 
intended use, unless a non-woven material or a plurality of glass beads gives unexpected results. 
In re Leshin, 125 USPQ 416. 

ANSWERS TO APPLICANrS ARGUMENTS 

1 1 . Applicant's arguments in the response filed September 15, 2006 regarding the previous 
rejections of record have been considered but are moot since the rejections have been withdrawn. 

Conclusion 

12. Any inquiry concerning this communication or earUer communications fi*om the 
examiner should be directed to Alicia Chevalier whose telephone number is (571) 272-1490. 
The examiner can normally be reached on Monday through Friday firom 8:00 am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Harold Pyon, can be reached on (571) 272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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